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DETAILED ACTION 

This communication is a first Office Action Non-Final rejection on the merits. 
Claims 1-26, as originally filed, are currently pending and have been considered below. 

Claim Rejections - 35 USC § 101 

1. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 1-18 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

As per Claims 1-10, in order for a method to be considered a "process" under 
§101 , a claimed process must either: (1) be tied to another statutory class (such as a 
particular apparatus) or (2) transform underlying subject matter (such as an article or 
materials). Diamond v. Diehr, 450 U.S. 175, 184 (1981); Parker v. Flook, 437 U.S. 584, 
588 n.9 (1978); Gottschalk v. Benson, 409 U.S. 63, 70 (1972). If neither of these 
requirements is met by the claim, the method is not a patent eligible process under 
§101 and is non-statutory subject matter. With respect to claims 1-10, the claim 
language does not include the required tie or transformation and thus is directed to 
nonstatutory subject matter. 

As per Claims 11-18, the claims disclose a storage arrangement; a learning 
arrangement; an extractor; and a contract facts database which may be considered 
"software". Software does not fall within at least one of the four statutory categories 
(process, machine, manufacture, or composition of matter). 
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Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 1-7, 9-16, and 19-26 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Soderland (1999) in view of Grundfest (US 2002/0165726). 

As per Claim 1, 19, and 25, Soderland discloses a processor-based method for 
analyzing contracts, comprising: 

determining at least one language pattern indicative of a contract attribute from 
text of a plurality of contracts (Page 238, via WHISK rules that are based on a form of 
regular expression patterns that identify the context of relevant phrases (i.e. contract 
attributes) and the exact delimiters of those phrases); 

determining whether the language pattern is present in a contract (Pages 238- 
239, discloses determining whether a language pattern in present in a document); 

in response to the presence of the language pattern in the contract, assigning 
text associated with the language pattern to the contract attribute (Page 239, via if the 
entire pattern matches, a case frame is created with slots filled as labeled in the output 
portion of the rule). 

However, Soderland fails to explicitly disclose the method being applied to 
contracts. 
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Grundfest discloses a system and method for facilitating creation and 
management of contractual relationships and corresponding contracts with the concept 
of analyzing contracts for language patterns ([0010] disclosing searching through 
contracts for trends or patterns in the contract data). 

Therefore, from the teaching of Grundfest, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to modify the information 
extraction system of Soderland to include the method being applied to contracts as 
taught by Grundfest in order to aid in recognizing contractual patterns such as price and 
quantity in contracts that may identify marketing and sales opportunities in contracts for 
goods or services. 

As per Claims 2, 20, and 26, Soderland discloses the claimed invention as 
applied to Claims 1,19, and 25, above. However, Soderland fails to explicitly disclose 
identifying, from the plurality of contracts, annotations that describe a structural context 
associated with the language pattern. 

Grundfest discloses a system and method for facilitating creation and 
management of contractual relationships and corresponding contracts with the concept 
of identifying, from the plurality of contracts, annotations that describe a structural 
context associated with the language pattern ([0036] discloses using XML (extensible 
markup language) tagging (i.e. annotations) to extract relevant data from the full text of 
contracts entered into the database). 

Therefore, from the teaching of Grundfest, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to modify the information 
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extract system of Soderland to include identifying, from the plurality of contracts, 
annotations that describe a structural context associated with the language pattern as 
taught by Grundfest in order to aid in recognizing contractual patterns such as price and 
quantity in contracts that may identify marketing and sales opportunities in contracts for 
goods or services. 

As per Claims 3 and 21, Soderland discloses the claimed invention as applied 
to Claims 2 and 20, above. However, Soderland fails to explicitly disclose manually 
adding the annotations to the plurality of contracts. 

Grundfest discloses a system and method for facilitating creation and 
management of contractual relationships and corresponding contracts with the concept 
of manually adding the annotations to the plurality of contracts ([0036] discloses using 
XML (extensible markup language) tagging (i.e. annotations) to extract relevant data 
from the full text of contracts entered into the database). 

Therefore, from the teaching of Grundfest, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to modify the information 
extract system of Soderland to include manually adding the annotations to the plurality 
of contracts as taught by Grundfest in order to aid in recognizing contractual patterns 
such as price and quantity in contracts that may identify marketing and sales 
opportunities in contracts for goods or services. 

As per Claims 4 and 22, Soderland discloses the claimed invention as applied 
to Claims 2 and 20, above. However, Soderland fails to explicitly disclose extensible 
markup language tags. 
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Grundfest discloses a system and method for facilitating creation and 
management of contractual relationships and corresponding contract with the concept 
of extensible markup language tags ([0036] discloses using XML (extensible markup 
language) tagging (i.e. annotations) to extract relevant data from the full text of 
contracts entered into the database). 

Therefore, from the teaching of Grundfest, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to modify the information 
extract system of Soderland to include extensible markup language tags as taught by 
Grundfest in order to aid in recognizing contractual patterns such as price and quantity 
in contracts that may identify marketing and sales opportunities in contracts for goods or 
services. 

As per Claim 5, Soderland discloses the contract attribute being specified in a 
component object model associated with the contract (Pages 234-235, discloses using 
domain objects such as person names, company names, positions (i.e. attributes) that 
are associated with document). 

As per Claims 6 and 23, Soderland discloses generating a rule having a 
structural context component with the contract attribute and a regular expression 
associated with the language pattern (Pages 238-239, discloses using WHISK rules for 
structured and semi-structured text wherein the rules are based on a form of regular 
expression patterns that identify the context of relevant phrases (i.e. attributes) and the 
exact delimiters of those phrases). 
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As per Claims 7 and 24, Soderland discloses the regular expression being 
formed using a top-down induction method (Page 244, discloses using top-down rule 
induction method wherein it begins with an "empty" rule that covers all instances, then 
adds terms to the rule, which reduces the number of instances covered monotonically). 

As per Claims 9, Soderland discloses classifying a portion of the contract 
containing the language pattern into a subject category associated with the structural 
context component of the rule (Pages 239-240, discloses classifying a portion of an ad 
containing the language pattern for bedrooms and neighborhood into a subject category 
associated with the structural context component of the rule (i.e. Bdrm or Nghbr)). 

As per Claim 10, Soderland discloses classifying into the subject category 
based on at least one language pattern in the portion indicative of the subject category 
(Pages 239-240, discloses classifying a portion of an ad containing the language 
pattern for bedrooms and neighborhood into a subject category associated with the 
structural context component of the rule (i.e. Bdrm or Nghbr)). 

As per Claim 11, Soderland discloses a learning arrangement coupled to the 
storage arrangement and configured to determine at least one language pattern 
indicative of a contract attribute from text of the plurality of contracts (Page 261 , 
discloses a learning system (i.e. WHISK). Page 238, discloses WHISK rules that are 
based on a form of regular expression patterns identify the context of relevant phrases 
(i.e. contract attributes) and the exact delimiters of those phrases); and 

an extractor configured to determine whether the language pattern is present in a 
contract, the extractor further configured to, in response to the presence of the language 
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pattern in the contract, assign a contract attribute to a portion of the text of the contract 
associated with the language pattern (Page 233, discloses an information extraction 
system comprising of a set of text extraction rules that identify relevant information to be 
extracted based on patterns. Page 239, discloses if the entire pattern matches, a case 
frame is created with slots filled as labeled in the output portion of the rule). 

However, Soderland fails to explicitly disclose a storage arrangement and a 
contract facts database. 

Grundfest discloses a system and method for facilitating creation and 
management of contractual relationships and corresponding contracts with the concept 
of a storage arrangement including a plurality of contracts stored in machine-readable 
form (Fig. 3B (304); [0020], discloses a contract database that contains a plurality of 
contracts); and a contracts facts database configured to store a data value conforming 
to the portion of the text assigned to the contract attribute (Fig. 3B (304); [0020], 
discloses a contract database that contains a plurality of contracts). 

Therefore, from the teaching of Grundfest, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to modify the information 
extraction system of Soderland to include a storage arrangement and a contract facts 
database as taught by Grundfest in order to aid in recognizing contractual patterns such 
as price and quantity in contracts that may identify marketing and sales opportunities in 
contracts for goods or services. 

As per Claim 12, Soderland discloses the claimed invention as applied to Claim 
1 1 , above. However, Soderland fails to explicitly disclose identifying, from the plurality of 
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contracts, annotations that describe a structural context associated with the language 
pattern. 

Grundfest discloses a system and method for facilitating creation and 
management of contractual relationships and corresponding contracts with the concept 
of identifying, from the plurality of contracts, annotations that describe a structural 
context associated with the language pattern ([0036] discloses using XML (extensible 
markup language) tagging (i.e. annotations) to extract relevant data from the full text of 
contracts entered into the database). 

Therefore, from the teaching of Grundfest, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to modify the information 
extract system of Soderland to include identifying, from the plurality of contracts, 
annotations that describe a structural context associated with the language pattern as 
taught by Grundfest in order to aid in recognizing contractual patterns such as price and 
quantity in contracts that may identify marketing and sales opportunities in contracts for 
goods or services. 

As per Claim 13, Soderland discloses the claimed invention as applied to Claim 
12, above. However, Soderland fails to explicitly disclose manually adding the 
annotations to the plurality of contracts. 

Grundfest discloses a system and method for facilitating creation and 
management of contractual relationships and corresponding contracts with the concept 
of manually adding the annotations to the plurality of contracts ([0036] discloses using 
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XML (extensible markup language) tagging (i.e. annotations) to extract relevant data 
from the full text of contracts entered into the database). 

Therefore, from the teaching of Grundfest, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to modify the information 
extract system of Soderland to include manually adding the annotations to the plurality 
of contracts as taught by Grundfest in order to aid in recognizing contractual patterns 
such as price and quantity in contracts that may identify marketing and sales 
opportunities in contracts for goods or services. 

As per Claim 14, Soderland discloses the claimed invention as applied to Claim 
12, above. However, Soderland fails to explicitly disclose extensible markup language 
tags. 

Grundfest discloses a system and method for facilitating creation and 
management of contractual relationships and corresponding contract with the concept 
of extensible markup language tags ([0036] discloses using XML (extensible markup 
language) tagging (i.e. annotations) to extract relevant data from the full text of 
contracts entered into the database). 

Therefore, from the teaching of Grundfest, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to modify the information 
extract system of Soderland to include extensible markup language tags as taught by 
Grundfest in order to aid in recognizing contractual patterns such as price and quantity 
in contracts that may identify marketing and sales opportunities in contracts for goods or 
services. 
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As per Claims 15, Soderland discloses generating a rule having a structural 
context component with the contract attribute and a regular expression associated with 
the language pattern (Pages 238-239, discloses using WHISK rules for structured and 
semi-structured text wherein the rules are based on a form of regular expression 
patterns that identify the context of relevant phrases (i.e. attributes) and the exact 
delimiters of those phrases). 

As per Claim 16, Soderland discloses the regular expression being formed using 
a top-down induction method (Page 244, discloses using top-down rule induction 
method wherein it begins with an "empty" rule that covers all instances, then adds 
terms to the rule, which reduces the number of instances covered monotonically). 
4. Claims 8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Soderland (1999) in view of Grundfest (US 2002/0165726) and in further view of Lerner 
etal. (6,859,909). 

As per Claim 8, the Soderland and Grundfest combination discloses the claimed 
invention as applied to Claim 6, above. However, the combination fails to explicitly 
disclose the structural context component being specified in a document object model 
associated with the contract. 

Lerner et al. discloses a system and method for annotating web-based 
documents with the concept of a structural context component being specified in a 
document object model associated with the contract (Col. 7, Line 47-Col. 8, Line 1 1 , 
discloses a document object model which is a language-neutral specification that allows 
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programs and scripts to access and update the content, structure and style of 
documents). 

Therefore, from the teaching of Lemer et al., it would have been obvious to one 
of ordinary skill in the art at the time the invention was made to modify the Soderland 
and Grundfest combination to include the structural component being specified in a 
document object model associated with the contract as taught by Lerner et al. in order 
to aid in providing an effective means to annotate a document such as a contract. 
5. Claims 17 and 18 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Soderland (1999) in view of Grundfest (US 2002/0165726) and in further view of 
Kadel, JR. et al. (US 2002/0184401). 

The Soderland and Grundfest combination discloses the claimed invention as 
applied to Claim 1 1 , above. However, the combination fails to explicitly disclose a 
relational database and an extensible markup language database. 

Kadel, JR. et al. discloses an extensible information system with the concept of a 
relational database and an extensible markup language database ([0085] discloses the 
system having relational databases and extensible markup language (XML) databases). 

Therefore, from the teaching of Kadel, JR. et al., it would have been obvious to 
one of ordinary skill in the art at the time the invention was made to modify the 
Soderland and Grundfest combination to include a relational database and an 
extensible markup language database as taught by Kadel, JR. et al. in order to aid in 
identifying relationships between documents. 
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Examiner Note: Claims 11-18, contains the language "configure to". It has been 
held that the recitation that an element is "configured to" perform a function is not a 
positive limitation but only requires the ability to perform. It does not constitute a 
limitation in any patentable sense. In re Hutchison, 69 USPQ 138. 



Conclusion 

6. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

O'Leary et al. (US 2005/0131935) discloses a sector content mining system. 
Miller et al. (5,446,653) discloses a rule based document generation system. 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to FONYA LONG whose telephone number is (571)270- 
5096. The examiner can normally be reached on Mon-Thur 7:30am-6:00pm EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Janice Mooneyham can be reached on (571) 272-6805. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



IF. L.I 

Examiner, Art Unit 3689 

/Janice A. Mooneyham/ 

Supervisory Patent Examiner, Art Unit 3689 



